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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-10 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims 1-10 are directed to a judicial exception, as such, pursuant to the 
Interim guidelines on Patent Eligible Subject Matter (MPEP 2106), the claims must have 
either physical transformation and/or a useful, concrete and tangible result. The claims 
fail to include transformation from one physical state to another. Although, the claim 
appear useful and concrete, there does not appear to be a tangible result claimed. 
Merely, providing a motor controller including solid state switches for controlling 
application of power to the motor, and a control circuit for controlling operation of the 
solid state switches and for measuring electrical power system characteristics relating to 
operation of the solid state switches; providing an external monitoring and diagnostic 
device; establishing communications between the control, circuit and the external 
monitoring and diagnostic device would not appear to be sufficient to constitute a 
tangible result, since the outcome of periodically transferring parameters of the 
measured electrical power system characteristics from the control circuit to the external 
monitoring and diagnostic device to monitor electrical power system characteristics in 
real time step has not been used in a disclosed practical application nor made available 
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in such a manner that its usefulness in a disclosed practical application can be realized. 
As such, the subject matter of the claims is not patent eligible. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8, 10-18, 20-27 rejected under 35 U.S.C. 102(b) as being anticipated by 
Bearden et al. (U.S. Patent No. 6,167,965). 

With respect to claim 1, Bearden et al. disclose an electrical submersible pump 
and method for enhanced utilization of electrical submersible pumps in the completion 
and production of wellbores that includes providing a motor controller (see e.g. col. 10, 
lines 1-4) including solid state switches for controlling application of power to the motor 
(see e.g. col. 10, lines 41-43), and a control circuit for controlling operation of the solid 
state switches (see e.g. col. 10, lines 43-45) and for measuring electrical power system 
characteristics relating to operation of the solid state switches (see e.g. col. 10, lines 46- 
55); providing an external monitoring and diagnostic device (see e.g. cols. 11-12); 
establishing communications between the control circuit and the external monitoring 
and diagnostic device (see e.g. col. 11, lines 51-60); and periodically transferring 
parameters of the measured electrical power system characteristics from the control 
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circuit to the external monitoring and diagnostic device to monitor electrical power 
system characteristics in real time (see e.g. col. 41, lines 9-22). 

With respect to claims 2-5, Bearden et al. disclose the invention as claimed 
including a motor controller comprises providing a control circuit including a 
programmed processor for commanding operation of the solid state switches and a 
memory connected to the programmed processor for storing the parameters of the 
measured electrical power system characteristics (see e.g. col. 41 , lines 48-56 and col. 
42, lines 5-8), transferring parameters of the measured electrical power system 
characteristics comprises reading the stored parameters of the measured electrical 
power system characteristics from the memory (see e.g. col. 9, lines 63-65), providing a 
computer having a memory for storing the transferred parameters, providing a personal 
digital assistant having a memory for storing the transferred parameters (see e.g. 
Fig.4E), printing a listing of the transferred parameters of the measured electrical power 
system characteristics (see e.g. col. 38, lines 29-35), transferring parameters of the 
measured electrical power system characteristics comprises transferring the parameters 
at select time intervals (see e.g. col. 19, lines 56-60), the control circuit measures line 
voltage, motor voltage and motor current (see e.g. col. 7, lines 58-67 and col. 8, lines 1- 
1 1), a wired communication path between the control circuit and the external monitoring 
and diagnostic device (see e.g. col. 37, lines 32-42). 

Claims 11-18 and 20-27 are apparatus claims corresponding to method claims 1- 
8 and 10. Therefore, claims 11-18 and 20-27 are rejected for the same rationales set 
forth for claims 1-8 and 10. 
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Claim Rejections • 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9 and 19 rejected under 35 U.S.C. 103(a) as being unpatentable over 

Bearden et al. (U.S. Patent No. 6,167,965) further in view of Jonsson et al. (U.S. Patent 

No. 6,984,950) 

With respect to claims 9 and 19, Bearden et al. disclose the invention as claimed 
except for teaching an infrared communication path between the control circuit and the 
external monitoring and diagnostic device. However, Jonsson et al. disclose the system 
and method for configuring a motor controller with an external device including an 
infrared communication path between the control circuit and the external monitoring and 
diagnostic device (see e.g. claim 10). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Bearden with an IR 
communication interface as taught by Jonsson to provide the communication link to 
reduce the interference with another wireless signal. 

4. Applicant's arguments with respect to claims 1-27 have been considered but are 
moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hien X. Vo whose telephone number is (571) 272-2282. 
The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow can be reached on (571) 272-2269. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Hien Vo 
03/31/07 




